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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Smith, S. 

Application No.: 10/630,562 

Filed: July 30, 2003 

For: HELICALLY FORMED 

STENT/GRAFT ASSEMBLY 

Confirmation No . : 8643 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE PURSUANT TO 37 C.F.R. Sl.lll 

Sir: 

In response to the Office Action dated July 8, 2004, a reply to which is due October 8, 
2004, please consider the following: 



Examiner: Isabella, D. 
Group Art Unit: 3738 
Docket: 760-12 DIV/CON 
Dated: October 7, 2004 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service as fust class mail, postpaid in an envelope, 
addressed to: Commissioner for Patents, Alexandria, VA 22313 




Dated: 



Signature: Barbara Thomas/. 



Pvemarks/ Arguments begin on page 2 of this submission. 
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Remarks/ Arguments; 

Introduction 

Claims 1-13 are pending. 

Section 102 Rejections 

Claims 1, 2, 4, 5, 8, 9 and 11-13 are rejected under 35 U.S.C. §102(e) as being 
anticipated by U.S. Patent No. 6,063,1 1 1 to Hieshima et al (hereinafter "Hieshima"). As noted 
by the Examiner, the Hieshima reference is applied under the provisions of 35 U.S.C. § 102(e), 
having an issue date subsequent to the filing date of the priority application of the present 
application, but having a filing date prior thereto. 

Submitted herewith is a declaration of the inventor, Scott Smith, pursuant to 37 C.F.R. 
§1.131. In that declaration, the inventor attests to conception of the invention at a date prior to 
the filing date of the Hieshima reference and also sets forth evidence which establishes due 
diligence from a date just prior to the filing of the Hieshima Patent to the filing date of the 
present application. 

Accordingly, it is respectfully submitted that the Hieshima reference should be removed 
as a cited reference against the claims of the present invention. 

Claims 1, 2, 4, 5, 8, 9 and 1 1-13 are rejected under 35 U.S.C. §102(e) as being 
anticipated by U.S. Patent No. 6,042,605 to Martin et al. (hereinafter "Martin"). Applicant 
respectful ly traverses . 

The invention as presently defined by independent claim 1 is directed to a stent/graft 
composite device formed from a flat preformed planar strip and stent assembly comprising an 
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elongate preformed non-textile planar strip of polymeric graft material having first and second 
opposed surfaces and a planar stent attached onto one of said opposed flat surfaces of said strip 
to form said flat strip assembly, said strip assembly being helically wound into a continuous 
tubular structure. 

In direct contrast, Martin discloses that a stent wire is to be helically wound around a 
mandrel to form a tubular stent. (Martin, column 13, lines 12-14). Graft material is also placed 
over a mandrel to form an inner tubular liner. (Martin, column 14, lines 9-1 1). The tubular 
stent is then positioned over the inner liner to form a stent-graft (Martin, column 14, lines 13- 
15). A flat ribbon PTFE is then wrapped around the exterior surface of the stent. (Martin, 
column 14, lines 18-22). 

Thus, Martin discloses a prosthesis which is formed by individually placing different 
components of the prosthesis over a mandrel. Accordingly, Martin fails to disclose a stent/graft 
composite device formed from a flat preformed planar strip and stent assembly. Therefore, 
because Martin fails to disclose each and every element as set forth in independent claim 1, 
withdrawal and reconsideration of the rejection of claim 1 and all claims dependent therefrom 
are respectfully requested. 

Further, Martin fails to teach or suggest a stent/graft composite device formed from a 
flat preformed planar strip and stent assembly as Martin teaches that its prosthesis is to be 
formed by individually placing different components of the prosthesis over a mandrel. Thus, 
claim 1 and all claims dependent therefrom are patentably distinct over Martin 

Claims 1-9, and 11-13 are rejected under 35 U.S.C. §102(e) as being anticipated by U.S. 
Patent No. 6,264,684 to Banas et al. (hereinafter "Banas"). Applicant respectfully traverses. 
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Banas discloses a polymeric cladding 1 1 and a support wire member 14 which may be 
helically wound to an abluminal wall surface 17 of a tubular substrate 12. (Banas, column 7, 
line 38, to column 8, line 6). The wire member 14 is encapsulated within the cladding 1 1 (see 
Figures 5-1 1) by coextrusion or dipping techniques. (Banas, column 7, lines 56-67). 
Alternatively, as shown in Figure 12, wire member 14 may be placed in a longitudinally 
extending recess dimensioned into the cladding 1 1 for receiving and retaining the wire member 
14. (Banas, column 7, lines 57-63). 

Thus, Banas discloses either a wire encapsulated in a cladding assembly or a complex 
three-dimensionally formed cladding for receiving its wire member. 

In contrast, the present invention is formed from an essentially flat planar strip having a 
planar stent attached onto one of the opposed essentially flat planar surfaces of the strip. Being 
flat, the planar strip does not have significant three-dimensional features, such as the recess or 
groove of Banas. (See specification, paragraph [0058]). Also, because the wire of the present 
invention is attached onto one of the flat surfaces of the planar strip to form a planar strip 
assembly, such a strip assembly is not an encapsulated assembly formed by coextrusion or 
dipping techniques, as disclosed by Banas. 

Therefore, Banas fails to disclose each of the claimed features of the present invention. 
Thus, reconsideration and withdrawal of the rejections under 35 U.S.C. § 102(e) of independent 
clam 1 and all claims dependent therefrom are respectfully requested. 

Furthermore, Banas fails to teach or suggest the present invention as set forth in 
independent claim 1 . Banas fails to teach or suggest a flat planar strip which is substantially 
free of a groove or recess and a planar stent attached to one of the strip's planar surfaces. 
Banas teaches that planar wires must be encapsulated in graft material or must be placed in a 
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groove or recess of graft material for forming its stent/graft. Therefore, the present invention is 
patentably distinct over Banas. 

Summary 

Therefore, Applicant respectfully submits that independent claim 1, and all claims 
dependent therefrom, are patentably distinct. This application is believed to be in condition for 
allowance. Favorable action thereon is therefore respectfully solicited. 

Should the Examiner have any questions or comments concerning the above, the 
Examiner is respectfully invited to contact the undersigned attorney at the telephone number 
given below. 

The Commissioner is hereby authorized to charge payment of any additional fees 
associated with this communication, or credit any overpayment, to Deposit Account 
No. 08-2461. 

Respectfully submitted, 



John S. Sopko 
Registration No.: 41,321 
Attorney for Applicant(s) 

HOFFMANN & BARON, LLP 
6900 Jericho Turnpike 
Syosset, New York 11791 
(973)331-1700 
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DECLARATION OF PRIOR INVENTION IN THE UNITED STATES 
TO OVERCOME A CITED PATENT UNDER 37 C.F.R. §1.131 



1 . I, Scott Smith, a citizen of the United States, residing at 6950 Country Road #10, 
Chaska, Minnesota 55318, is the inventor of the above-identified application. 

2. At the time of the invention thereof and continuously to the present, I was and am 
an employee of SCIMED Life Systems, Inc., assignee of the present application. I submit this 
declaration to establish completion of the invention set forth in this application in the United 
States at a date prior to March 31, 1998, i.e., the effective date of U.S. Patent No. 6,063,1 1 1 to 
Hieshima et al. which was cited by the Examiner in an Office Action mailed, July 8, 2004. 



Sir: 



3. From the documents submitted herewith and as set forth hereinbelow, it can be 
seen that the invention set forth in the claims of this application was completed in the United 
States before March 31, 1998, which is a date earlier than the U.S. filing date of the '1 1 1 Patent. 
Such completion being evidenced by conception of the invention prior to the effective date of the 
reference coupled with due diligence from prior to that date to the subsequent filing of the 
application. Exhibits A through I are submitted in support thereof. The Exhibits A through I are 
being submitted with their dates redacted. The actual document dates of Exhibits A and B are 
prior to March 31, 1998. The actual document dates of Exhibits C through I are after March 31, 
1998, but prior to constructive reduction to practice date of July 2, 1999, i.e., the filing date of 
the parent Application No. 09/345,026, now U.S. Patent No. 6,364,904. A brief description of 
the documents being submitted are as follows: 

a. An invention disclosure (Exhibit A) bearing a date signed by myself, the inventor, 
prior to March 3 1 , 1 998, the filing date of the 4 1 1 1 Patent. The invention 
disclosure describes the invention as substantially set forth in the claims of the 
above-referenced application. The invention disclosure describes the use of a flat 
stent strip for use as a covered stent. The stent or stent strip is described being 
compressed against a layer or layers of flat ePTFE to form an assembly. This 
assembly is described as then being wrapped on a mandrel followed by laminating 
the components together. Alternately, the assembly may be laminated together 
prior to being wrapped on a mandrel. 

b. A letter prior to March 31, 1998 (Exhibit B) from Assignee's Patent Attorney to 
outside patent counsel enclosing the invention disclosure of Exhibit A and 
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requesting the preparation of a patent application. 

c. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit C) from outside patent counsel to Assignee's Patent 
Attorney reporting three application matters, including one for the parent (Docket 
No. 760-12, now U.S. Patent No. 6,364,904) of the above-referenced application, 
for the above-mentioned and related invention disclosures. 

d. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit D) from outside patent counsel to myself, the 
inventor, reporting the enclosure of drafts of three applications, including a draft 
of the parent of the above-referenced application. 

e. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit E) from Assignee's Patent Attorney to outside patent 
counsel reporting comments on the draft parent application. 

f. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit F) from outside patent counsel to Assignee's Patent 
Attorney reporting the preparation of three application drafts, including a draft of 
the above-mentioned parent patent application, for further review by myself, the 
inventor. 

g. A letter dated after March 3 1 , 1998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit G) from the Assistant to Assignee's Patent Attorney 
to outside patent counsel reporting additional comments relating to three draft 
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applications, including the above-mentioned parent application. 

h. A letter dated after March 31, 1998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit H) from outside patent counsel to Assignee's Patent 
Attorney reporting the enclosure of three additional application drafts, including a 
draft of the above-mentioned parent application for review. 

i. A letter dated after March 31, 1998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit I) from Assignee's Patent Attorney to outside patent 
counsel enclosing three executed patent applications, including the above- 
mentioned parent application, and requesting that the application be filed. 

4. This declaration is being submitted in response to a Non-Final Office Action 
issued by the Examiner and therefore is believed to be timely filed. 

5 . The above-referenced exhibits establish a date of invention prior to March 3 1 , 
1998, the filing date of the * 1 1 1 patent, and further establish diligence from that date to the filing 
date of the parent application, namely July 2, 1999. 

I hereby declare that all statements made herein of my knowledge are true and that all 
statements made on information or belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 

4 



) 



Code, and that such willful false statements may jeopardize the validity of the application or 
patent issued thereon. 



Dated: 




HOFFMANN & BARON, LLP 
6900 Jericho Turnpike 
Syosset, New York 1 1791 
(973) 331-1700 
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Descriptive Title of Invention; jf^^J^~ 
Inventor (s): 5c» ^ S/Pj/f/, &Tr£L Sf^Wn - 



Date of Invention:.. 



Date of First Drawing:. 



Date of First Written Description:.. 

Date of Disclosure: 

Intemal: -_ To Whom:. 

Extemal: To Whom: . 



(circle one) 
. Written Oral 

(circle one) 
. . Written Oral 



Description of Invention : b^/Pcsr-j* 
Field of Application: .QL^S 



Related SCIMED devices or concents : Srrc~* ^Z^22 fe&fns 

V . . . 

Description: /P>^ ^ s^/,^/ ^ ^ s^^f 



Unique feature of invention: £2 
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EXHIBIT B 




Boston Scientific Corporation 



SOMED L&Sysims, Inc. 
One SOMED Place 
. Maple Grove, MN 5531 1-1566 
612-494-1700 




Daniel A. Scola, Jr., Esq. 
HOFFMAN & BARON 
1055 Parsippany Boulevard 
Parsippany, NJ 07054 

RE: Invention Disclosures 922, 927 and 941 

SOMED File Nos.: SM-P0357-US01 and SM-P0406-US01 

Dear Dan: 

Under letters oi^ £an^| J§Df this year, you received copies of the three 
above-mentioned disclosure forms. To insure that you have complete sets, 
another copy of each is enclosed. At this time, I would like you to begin 
preparing the two patent applications directed to these inventions. Invention 
Disclosure 927 and parts of Invention Disclosure 941 should be included in a 
patent application directed to Spiral Wound Stents (our file SM-P0357-US01). I 
have enclosed a copy of SOMED's Application WO§5^/31945. Invention 
Disclosure 922 and the remainder of 941 are directed to an improved vascular 
stent graft device (our file SM-P0406-US01). v ** "** 

If you have any questions concerning these disclosures, feel free to contact me. 



Sincerely, 



Luke Dohmen 
Sr. Patent Attorney 




LD:dl 
Enclosure 



CHARLES R. HOFFMANN* 
WOMALO J. AARON* 
OWALO T. BOOMER* 
OANICi. A. SCOLA, JR.O 



v EXHIBIT C t< f ~y 

x .6ffmann & Baron, llp " ^ 

ATTORNEYS AT LAW 



ALAN H. SACK** 

A- THOMAS HAMMER # 

ARtCNC O. MORRIS* 

«. OUCNN SCHROEDER* 

O^NH T. HENNC6EROCR*** 

UVIA fiOYAOJIAN* 

•AlVATORE^ AB8RUZZESE 
UHOSAY S. AOAMS* 
*«KM. MILES* % 



PAUL J. OTTERSTEOT** 
JESSICA H. TRAM* 
IRVINO N, Ft IT* 
AHTMOHY E. BENNETT** 
KEVIN C. HOOPER t 
PAUL O, ACKER MAN** 
ROBERT F. CHISHOLM* 9 
OREOORY W. BACH MANN* 
FRANKLIN S. ABRAMS* 



1055 PARSIPPANY BLVD. 
PARS1PPANY, NEW JERSEY 07054 
(973)331-1700 
FACSIMILE (973) 331*1717 



NEW YORK OFFICE 
3BO JERICHO TURNPIKE 
JMlCNO. N»Y. II7SSH3I7 
(6I6» B22-S8SO 
PAX (SIB) 022-3502 

^ AOMITTCO IN NT ONLY '■ 

^ ALSO AOMITTCO • N NY 

q *° W "W »M NT 4 CONN ONLY 

+ also AOMrrrce in Connecticut 

O AOMITTCO IN WASHINGTON, 0 .C ONLY 
ALSO AOMITTCO IN PENNSYLVANIA 

£ AOMtTTt ° ,H WNSYVVANIA ONLY 
AOMITTCO IN VlftOINtA ONLY 



Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 5531 1-1566 



Re: 



Dear Luke: 



SCIMED Patent Applications 
Our Pockety 760-fr 7*0.7; 7*n_io 



Our Docket: 
SCIMED Reference: 

Title: 
Inventors: 



760-6 

ID"927andPartofID941 
File#SM-P0357-US01 
Spiral Wound Stent 
Scott Smith and Brian Brown 



Our Docket: 
SCIMED Reference: 

Title: 
Inventor: 

Our Docket: 
SCIMED Reference: 

Title: 
Inventor: 



760-7 
ID 922 

File#SM-P0406-US01 

Improved Composite Vascular Graft 

Scott Smith 

760-12 
ID 941 

File # SM-P0406-US01 
Improved Stent/Graft Device 
Scott Smith 



i 



r • 

LukeDolmien, Esq. 




*age2 



•v. ■— r- 



If you need anything further, please do not hesitate to contact us. 

Sincerely, 



DAS/kg 




anielA.Scola, Jr. 
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CHARLES R» HOFFMANN* 
RONALD J. BARON* 
OERALO T. BOONER* 



MORRIS 
SCHROEDER* 



ALAN M. SACK 

ARLENE O. MORRIS* 
R. GLENN 8CHROCOI 
GLENN T^MCf 
LtVU BOYAOjl 
KIRK M. MILES 
JESSICA M. TRAN* 
ANTHONY C. BENNETT 
KEVIN C. HOOPER* 
ROBERT F» CHISHOLM* 
GREGORY W, BACH MANN* 



DANIEL A. SCOLA, JR. 
A. THOMAS RAMMER* 
SALVATORE J. ABBRU2ZESE 

IRVING N. FEIT+* 

FRANKLIN 8. ABRAMS* 
MARK E. BARON 
WAYNE L. ELLENBOGEN 
STEVEN T. ZUSCHLAG* 
KELLYANNE MERKEL 
SUSAN A. SIP OS 
SAMIR R. PATEL* 
WILLIAM O. SCHMIDT* 
MICHAEL P. MUNRO* 
PATRICK J. HOCFFNER* 



ATTORNEYS AT LAW 

1055 PARSIPPANY BLVD. 
PARSIPPANY, NEW JERSEY 07054 
(973) 331-1700 
FACSIMILE (973) 33 M717 



NEW YORK OFFICE 
3SO JERICHO TURNPIKE 
JERICHO, N.Y. 11783-13(7 
(BIG) B22-35SO 
FAX(8IG)BSE.S6ae 

* NOT AONimo IN NJ, 
8CNJOR ATTOftNCYS 



VIA FACSIMILE 



Scott Smith 

SCIMED Life Systems, Inc. 

One SCIMED Place 

Maple Grove, MN 5531 1-1566 

Re: New Patent Applications 

Our Docket: 760-6: 760-7 and 760-1 1 

Dear Scott: 



Please find enclosed the application drafts for the above-referenced applications, which 
respectively correspond to the following inventions: 



Our Docket 
SCIMED Reference: 

Title: 
Inventors: 



760-6 

ID 927 and Part of ID 941 
File#SM-P0357-US01 
Spiral Wound Stent 
Scott Smith and Brian Brown 



Our Docket: 
SCIMED Reference: 

Title: 
Inventor: 



760-7 
ID 922 

File#SM-P0456-US01 

Improved Composite Vascular Graft 

Scott Smith 



Our Docket: 
SCIMED Reference: 



760-12 

ID941 <r 
FUe#SM-P0436-US01 



Page2^^^ 



Title: Helically Formed Stent and Graft Assembly 

Inventor: Scott Smith 

With respect to the IMPROVED STEhfr/GRAFT DEVICE (760- 12) it is a partial draft with 
claims, figures, and background of invention mcludedr 

Please forward a copy of the SPIRAL WOUND STENT (760-6) application draft to Brian 
Brown. Dan Scola of this office will discuss the applications with you tomorrow. 

In the meantime, should you any questions or comments, please communicate them with us 
at your convenience. 

Very truly yours, 




Mark E. Baron 

MEB/mjm 
Enclosures 



cc: L. Dohmen 




EXHIBIT E 



Scimed Life Systems,' Inc. 

One Scimed Place 

Maple Grove, MN 55311-1 566 



612.494.1700 



www.bsci.com 




Daniel J. Scola, Esq. 



PRIVILEGED & CONFIDENTIAL 



Hoffinann & Baron, LLP 
1055 Parsippany Blvd. 
Parsippany, NJ 07054 

Re: U.S. Draft Patent Application for: 

HELICALLY FORMED STENT AND GRAFT ASSEMBLY 
Your File: 760-12 
QwFile; SM-PQ4Q6-US0J 

Dear Dan: 

Enclosed are our comments for the above-referenced draft patent application. Please 
contact me after you have had a chance to review the enclosed material. 

Thank you for your assistance in this matter. 



Very truly yours, 




Enclosure 



LD/ld 



CHARLES R. HOFFMANN* A. THOMAS HAMMER* 
RONALD J« BARON* 8ALVATORC J. A8BRUZZESE 

OERALO T. SOONER* AUN M. SACK 

t J** IRV1 NQ N. PEIT* 
ARLENE O. MORRIS* # 



*♦ OLENN SCHROEOER* 
GLENN T. HCNNEBCRGER* 
KJRK M. MILKS 
JESSICA M. TRAM* 
ANTHONY C. BENNETT 
ROBERT P. CHISHOLH* 
GREGORY W. BACH MANN* 
MARK E. BARON 
WAYNE U ELLEN BOO EN 
STEVEN T. ZUBCHLAO* 
KELLTANNE ME&fjtL 
SUSAN A* SlPOSVr 



SAMIR R. PATEL* 
WILLIAM O. SCHMIOT* 
MICHAEL P. MUNRO* 
PATRICK J. HOEPTNER* 
JAMES P. HARRINGTON 
KEVIN E* MCOERMOTT* 
OAVIO P. PETROFF* 
ROOERICK S.W. TURNER* 
ROBERT C MORRISS* 
NANCY Am BIRD* 
JOHN S. SOPKO 



Hoffmann & Baron, llp * 

ATTORNEYS AT LAW 

1055 PARSIPPANY BLVD. 
PARSIPPANY, NEW JERSEY 07054 

(973) 331-1700 
FACSIMILE (973) 331-1717 



New YORK OPPICC 
«900 JCRICHO TURNPIKE 
•VOSSeT, K.Y. I ITS I 

pax (ate) us-asaa 




Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 55311-1566 

Re: New Patent Application For: 
SPIRAL WOUND STENT 
Our Docket: 760-6 

New Patent Application For 

IMPROVED COMPOSITE VASCULAR GRAFT 

Our Docket: 760-7 

New Patent Application For: 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Our Docket- 76(1.^ ___ 

Dear Luke: 



We have prepared the above-identified applications in final form for filing in the U S 
executio^f Tiad&mXk ° ffiCe ' We 6nCl0Se 001,168 ofezch ^P ucati <>n including formal papers for 

We ask that you arrange to have the inventors review the appUcations and execute the 
formal papers where indicated. Once the papers have been executed, please return the papers to 
us and we will promptly file the appUcations in the U.S. Patent and Trademark Office. 

If during the review process, the inventors have any changes they wish to make to the 
applications, please have them make the changes in ink and initial and date the changes in the 
margin. In that manner, we can still file the application as executed. * ^ * 



. ) 



Luke Dohmen, E sq. 
Page 2 



papers 



Very truly yours, 
Salvajbre 1 Abbruzzese 



SJA/mjm 
Enclosures 
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EXHIBIT G 
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Salvatore J. Abbruzzese, Esq. 
Hoffmann & Baron, LLP 
1055 Parsippany Blvd. 
Parsippany, NJ 07054 



Scimed life Systems. Inc. 

One Scimed Place 

Maple Grove. MN 55311-1566 

612.494.1700 

www.bsci.eom 



PRIVILEGED & CONFIDENTIAL 
via Federal Exp ress 




Re: U.S. Patent Applications for 

• SPIRAL WOUND STENT 

• IMPROVED COMPOSITE VASCULAR GRAFT 

• HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Your Files: 760-6; 760-7; and 760-12 
Our Files: SM-P0357-US01 : S M-P0456-US01 ; and SM-P04nfi-TTSni 

Dear Mr. Abbruzzesse: 

Per Luke Dohmen's request, enclosed please find comments for each of the above- 
referenced patent applications. At your earliest convenience, would you please prepare a 
final draft for each application and forward these to Scimed for final review. 

In addition, would you please add Chris Brodeur as a co-inventor to the "Improved 
Composite Vascular Graft" application. His complete name and address are as follows: 

Christopher Brian Brodeur 
741 98* Lane NE 
Blaine, MN 55434 
Citizenship: U.S.A. 

I have retained the formal papers for the other two applications and will have them 
executed upon receipt of the final draft patent applications. 

In the meantime, if I can be of further assistance, please contact me at (612) 494-2532. 
Thank you for your prompt attention and assistance in this matter. 



Very tally yours, 

IizDfeMinico 

Assistant to Luke Dohmen 



Enclosures 

cc: L. Dohmen (less enclosures) 



CHARLES R. HOFFMANN* 
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DANIEL A. 



*COtA,. 



R* GLENN SCHROEOER* 
OLENN T. HENNEBEROER* 
KIRK M. MILES 
JESSICA H« TRAN* 
ANTHONY E. BENNETT 
ROBERT r. CH 13 HOLM* 
ORtOOflYW. BACH MANN* 
MARK E. BARON 
WAYNE L. CtUENSOOEN 
STEVEN T. XUSCHLAO* 
KEUYANNC NERKEL 
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ATTORNEYS AT LAW 
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NEW YORK OFFICE 
S9CO JERICHO TURNPIK* 
8YOSSET, N.V. 11791 
(816) bsmsso 

FAX (816) 82B-3S82 

IN mJj, 




Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 55311-1566 



Re: New Patent Application For. 
SPIRAL WOUND STENT 
Our Docket: 760-6 

New Patent Application For: KiMM 
IMPROVED COMPOSITE VASCULAR GRAFT 
Our Docket 760-7 

New Patent Application For: 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Our Docket: 7 60-12 

Dear Luke: 

Further to our previous correspondence, we have prepared the above-identified 
applications in final form for filing in the U.S. Patent and Trademark Office. The final form of 
these applications have been prepared incorporating the comments provided to us by the 
inventors. Included with each copy of the application are formal papers including a Combined 
Declaration and Power of Attorney as well as an Assignment of Invention form. 

We ask that if you and the inventors find these applications to be acceptable, please 
execute the formal papers and return them to us. Upon receipt of the formal documents, we will 
arrange to file the applications in the U.S. Patent and Trademark Office. 
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If you or the inventors have any questions or comments or wish to discuss any portions of 
the application in further detail, please do hot hesitate to contact us. 

" % Very truly yours, 




X Abbruzzese 
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EXHIBIT I 



SCIMED 



Sotmed Life Systems, Inc. 

One Sctrned Place 

Maple Grove, MN 65311-1566 





VIA FEDERAL EXPRESS 



Salvatoie J. Abbruzzese 
HOFFMAN & BARON 




1055 Parsippany Boulevard 
Parsippany.NJ 07054 



RE: SPIRAL WOUND STENT 

Our File No.: SM-P0357-US01 
Your File No.: 760-6 




HOFFMANN & BAROM 



IMPROVED COMPOSITE VASCULAR GRAFT 
Our File No.: SM-P0456-US01 
Your File No.: 760-7 . 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Our File No.: SM-P0406-US01 
Your File No.: 760-12 



Enclosed are the executed patent applications with regard to the above-identified matters. 
Please place these applications on file with the United States Patent and Trademark 
Office as soon as possible. 



Dear Sal: 



If you have any questions, please call me. 
Sincerely, 




LukeDohmen 
Sr. Patent Attorney 
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United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER TOR PATENTS 
P.O.Box 1450 

Alexandria, Viiginia 22313-1450 

WWW.USptO.gDV 



| APPLICATION NO. | ' FILING DATE | 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 


10/630,562 07/30/2003 


Scott Smith 


760-12 DTV/CON 8643 


23869 7590 10/22/2004 

HOFFMANN & BARON, LLP 
6900 JERICHO TURNPIKE 
SYOSSET, NY 11791 




| EXAMINER | 




ISABELLA, DAVID J 


, ; 0CT2 5 2004 


| ART UNIT | PAPER NUMBER j 
3738 



DATE MAILED: 10/22/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



! i 
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PTO-90C (Rev. 10/03) 




United States Patent and Trademark Office 




Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box i 450 
Alexandria, VA 223 i 3- i aso 
www.uspto.gov 



Notice of Non-Compliant Amendment (37 CFR 1.121) 



The amendment document fried on I Q ffrlUM b considered non - com P liant J haS l ° meet *? "^HZ * 

37 CFR 1 121 In order for the amenYJent d<Kument to be compliant, correction of the following item(s) is required. Only the 
corrected section of the non-compliant amendment document must be resubmitted (in its entirety), £&, the entire 
"Amendments to the claims" section of applicant's amendment document must be re-submitted. 37 CFR 1.121(h). 

THE FOLLOWING CHECKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 
CSr 1 . Amendments to the specification: 
^ □ A. Amended paragraphs) do not include markings. 



□ 



ragraph(s) should not ba underlined. _ t . 




2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1 .72. 

□ B. Other . 



□ 



3. Amendments to the drawings: 



4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

□ B The listing of claims does not include the text of all pending claims (including withdrawn claims) 

□ C Each claim has not been provided with the proper status identifier, and as such, the individual status of each 
claim cannot be identified. Note: the status of every claim must be indicated after its claim number by using 
one of the following 7 status identifiers: (Original), (Currently amended), (Canceled), (Withdrawn), (Previously 
presented), (New) and (Not entered) . 

D. The claims of this amendment paper have not been presented in ascending numerical order. 



□ 
□ 



E. Other: . 



For further explanation of the amendment format required by 37 CFR 1.121, see MPEP Sec. 714 and the USPTO website at 
hltp://ww.uspto.gov/web/nffice!i/Dac/dap p/opla/preognotice/officenver.pdf . 

If the non-compliant amendment is a PRELIMINARY AMENDMENT, applicant is given ONE MO^fTH from the mail date of 
this letter to supply the corrected section which complies with 37 CFR 1.121. Failure to comply with 37 CFR 1.121 wiri resuh im 
non-entry of the preUminary amendment and examination on the merits will commence without ™*^*™£* e proposed 
cCSsli the preliminary amendments). This notice is not an action under 35 U.S.C. 132, and this ONE MOMH nme l.m.t 
is not extendable. 

If the non-compliant amendment is a reply to a NON-FINAL OFFICE ACTION (including a submission foran RCE), _and 
since the amendment appears to be a bona fide attempt to be a reply (37 CFR 1.135(c)), applicant » given a TIME PERIOD of 
ONE MONTH from the mailing of this notice within which to re-submit the corrected section which complies i witir 37 CFR 1.121 
m^ to avoid abandonment EXTENSIONS OF THIS TIME PERIOD ARE AVAILABLE UNDER 37 CFR 1.136(a). 

If the amendment is a reply to a FINAL REJECTION, this form may be an attachment to an Advisory Action. The period for 
rM n nntf fo a final re^«n -ontinues to n-n f rnm the date set in the final rejection, and ,s not affected by the non-compliant 
status of the amendment. 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Smith, S. 
Application No.: 10/630,562 
Filed: July 30, 2003 



Examiner: Isabella, D. 



Group Art Unit: 3738 



Docket: 760-12 DIV/CON 



For: HELICALLY FORMED 

STENT/GRAFT ASSEMBLY 
Confirmation No.: 8643 



Dated: October 28, 2004 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail, postpaid in an envelope, 
addressed to: Commissioner for Patents, Alexandria, V A 223 13 



Dated: October 28. 2004' 



Signature: Barbara Thomas/ 




Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO NOTICE OF NON-COMPLIANT AMENDMENT 



This is in response to a Notice of Non-Compliance Amendment dated October 22, 2004, 
a copy of which is enclosed. A reply is due within one month, i.e., November 22, 2004. 

The Response mailed October 7, 2004 and received by the Patent Office on October 12, 
2004 was non-compliant as lacking a signature. Enclosed herewith is page 5 of the October 7, 
2004 response having the signature of the attorney. 

For the convenience of the Office, a duplicate copy of the entire Response is also being 
submitted herewith. 



Sir: 



Respectfully submitted, 




Mhn S. Sopko \| 
'Registration No.: 41,321 
Attorney for Applicant(s) 



HOFFMANN & BARON, LLP 
6900 Jericho Turnpike 
Syosset, New York 1 1791 
(973)331-1700 



